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The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Appl i cation 08/078, 791

ON BRI EF

Bef ore HAI RSTON, KRASS and HECKER, Admi nistrative Patent
Judges.

HECKER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 1 through 3, 5 through 9, 11, 12 and 15 through 24, al
clainms pending in this application.
The invention relates to an apparatus and net hod for
determ ning the type of a battery according to its chem ca
contents. In particular, and with regard to Figure 1, battery

10 is placed in an excitation coil 20 which generates an
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alternating magnetic field. This field is inductively
coupl ed, substantially by the battery, to sense coil 30, which
reflects the conposition of the battery. Since many batteries
have a protective jacket made of steel, the large iron content
t hereof dom nates the el ectro-magnetic properties. The
invention saturates the steel jacket with a quasi-static
magnetic field which allows the magnetic induction for the
alternating nmagnetic field to be largely determ ned by the
interior of the battery.

The independent claim1 is reproduced as foll ows:

1. Apparatus for determning the type of battery or
accurul ator (10), the apparatus conprising at |east one
excitation coil (20) coupled to energising [sic] nmeans (21,

22, 23) for generating an alternating magnetic field and

t hereby inducing an alternating current in said battery or
accurul ator (10), nmeans for placing the battery or accumul at or
(10) in said alternating magnetic field and detection neans
(30, 31, 32) for neasuring induced current during the presence
of the battery or accumulator (10) in the alternating magnetic
filed, characterised [sic] in that the apparatus further
conprising nmeans (41, 42; 24, 34) for establishing a quasi-
static magnetic field in the battery or accumul ator (10)
during the neasurenent of the induced current, said quasi-
static magnetic field being applied for causing a substanti al
saturation in at least a portion of ferromagnetic parts of the
battery or accumul ator (10).

The Exam ner relies on the follow ng references:

DeLant y 2,346, 830 Apr. 18, 1944
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TuXuan ( PCT/ EP) WO 91/ 15036 Cct. 3, 1991

Claims 1 through 3, 5 through 9, 11, 12 and 15 through 24
stand rejected under 35 U . S.C. § 103 as bei ng unpatentable
over TuXuan in view of DeLanty.

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is made to the brief and answer for the

respective details thereof.

OPI NI ON

After a careful review of the evidence before us, we
agree with the Exam ner that clains 1 through 3, 7, 8, 9, 12,
16, 17 and 22 are properly rejected under 35 U . S.C. § 103.
Thus, we will sustain the rejection of these clains, but we
will reverse the rejection of clainms 5, 6, 11, 15, 18 through
21, 23 and 24 for the reasons set forth infra.

At the outset, we note that Appellant has indicated on
page 7 of the brief that clains 1 through 3, 8, 9, 12, 16, 17
and 22 stand together, which we will indicate as group | and
select claim1 as the representative claim Also, Appellant
has indicated that clains 5, 6, 11, 15, 18 through 21 and 23

stand together, which we will indicate as group Il and sel ect
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claim 21 as the representative claim The Exam ner has
concurred with this grouping as indicated on page 2 of the
Answer. We further note that Appellant has not designated
claims 7 and 24 for either group, nor indicated that they
stand separately. Based on the content of clains 7 and 24,
and that they were not argued separately, we find that claim?7
shoul d be placed in group I, being simlar to clains 16 and
17. We further find that claim 24 should be placed in group

1, being simlar to claim21.

ANALOGOUS ART

Appel  ant argues that DeLanty is not anal ogous art.
Appel | ant mai nt ai ns:

The DelLanty patent is concerned with the art of
determ ning whether there are flaws in netal tubes
and not sorting netal tubes according to their
conposition. DelLanty is not concerned with even
sorting netal tubes, which are non-anal ogous to
batteries according to their conpositions. Instead,
DeLanty is concerned with the non-anal ogous
procedure of determ ning whether there are any
defects present in netal tubes all of which have a
substantially identical conposition. (Brief-page
9.)

The Exam ner responds “DelLanty can be consi dered

anal ogous since the clainmed invention, the device of TuXuan
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and the device of DeLanty all use an alternating nagnetic
field to test an object.” (Answer-page 3.)

I n determ ni ng whether a cl ai mwuld have been obvi ous at
the time of the invention, the Exam ner nust first determ ne
the scope and content of the prior art. Gahamv. John Deere
Co., 383 U.S. 1, 17, 148 USPQ 459, 467 (1966). "Although 8
103 does not, by its terns, define the "art to which [the]
subj ect matter [sought to be patented] pertains,' this
determnation is frequently couched in terns of whether the
art is analogous or not, i.e., whether the art is '"too renote
to be treated as prior art."" Inre Cay, 966 F.2d 656, 658,
23 USPQ2d 1058, 1060 (Fed. Cir. 1992) citing In re Sovish, 769
F.2d 738, 741, 226 USPQ 771, 773 (Fed. Cir. 1985).

I n making this determ nation, we nust consider two
criteria. First, it nust be determined if the prior art is
fromthe sane field of endeavor, regardless of the problem
addressed. Secondly, even if the prior art is not in the sane
field of endeavor, it nust be determ ned whether the reference
still is reasonably pertinent to the particular problemwth
which the inventor is involved. In re Cay, supra, 966 F.2d

at 658-659,
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23 USPR2d at 1060. Wth respect to the field of endeavor, we
agree with Appellant. Appellant’s sorting of batteries, or
even “testing” of batteries, for chem cal content, is not
within the sane field of endeavor as DelLanty’s testing of
tubes, or other netallic articles, for flaws. However,
DeLanty may still be analogous if it is "reasonably pertinent
to the particular problemw th which the inventor is
involved.” 1d. See also

In re Paul sen, 30 F.3d 1475, 1481, 31 USPQ 2d 1671, 1675-76
(Fed. Cir. 1994).

The Exam ner has not conmmented on whether DelLanty is
“reasonably pertinent to the particular problemw th which the
inventor is involved’. Appellant’s problemis that netal
j ackets (or tubes) interfere with the neasurenent of other
battery elenments, i.e., internal chem cal content. DelLanty
had a simlar problem the netal of the netal tubes
interfered wwth the neasurenent of other elenents, i.e.,
internal defects. Thus, Appellant’s problemwas the sane as
DeLanty’ s problem and therefore, reasonably pertinent and
anal ogous.

Combi nabi l ity
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Appel I ant argues that TuXuan does not teach establishing
a quasi-static magnetic field in the battery as clainmed while
subjecting the battery to an alternating magnetic field.
Al so, Appellant argues that it would not be obvious to conbine
TuXuan with DeLanty since DeLanty is non-anal ogous art. W
have found, supra, that DelLanty is anal ogous art. As noted

supra, DelLanty solves the sanme problem and we nmight add, in

the sane way cl ai ned by Appellant, by causing static magnetic
sturation of the interferring netal. Thus, we agree with the
Exam ner that it woul d have been obvious to one of ordinary
skill in the art to have used DeLanty’s solution to the

probl emin TuXuan, a conbination that neets the requirenents
of Appellant’s claim1.

It is the burden of the Exami ner to establish why one
having ordinary skill in the art would have been led to the
claimed invention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
t eachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Gr. 1983).

Therefore, we find that the Exam ner has shown that the

prior art suggested the desirability of the nodification as
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suggested by the Exam ner. Thus, we will sustain the 35
U S C
8 103 rejection of claim1l1, and |likew se the rejection of
claims 2, 3, 7, 8, 9, 12, 16, 17 and 22 which stand or fall
therewith in group |

Turning to the group Il clains with claim2l1 as the
representative claim Appellant argues:

In addition, there is no teaching or suggestion
of energizing the excitation coil with an
alternating magnetic field in which the m ni num
frequency is about 1kHz. The maxi mum frequency
enpl oyed in Tu Xuan 600 Hz, shown in Fig. 4, is a
little nore than 10% of the m ni mum frequency
enpl oyed in the apparatus and net hod defined by
these clains. (Brief-page 9.)

The Exam ner’s position is:

The specific frequency used and sorting by wei ght

and size are considered obvi ous design

consi derations since these |[imtations are old and

known in the art.

(Enmphasi s added.) (Answer - page 3.)

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
ina prior art reference, conmmon know edge or unquestionabl e
denonstration. Qur reviewing court requires this evidence in
order to establish a prima facie case. 1In re Knapp-Mnarch

Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); Inre

8
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Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).
Since the Exam ner has supplied no such evidence or
denonstrati on of common know edge as to the specific
frequencies claimed, we will not sustain the

35 US.C. 8 103 rejection of claim?21, and |ikew se clainms 5,
6, 11, 15, 18 through 20, 23 and 24, which stand or fal
together in group II.

In view of the foregoing, the decision of the Exam ner
rejecting clains 1 through 3, 7, 8, 9, 12, 16, 17 and 22 under
35 US.C 8§ 103 is affirmed; however, the decision of the
Exam ner rejecting clains 5, 6, 11, 15, 18 through 21, 23 and

24 under 35 U. S.C. § 103 is reversed.!?

' W note that several of the clains, including clains for
whi ch the rejection has been reversed, contain the |anguage
“about” and “preferably about” which could be considered
anbi guous. Also, in claim?22, |ast paragraph, “The battery”
shoul d be --the battery--, and clains should use the U. S.
spel ling of such words as “energizing.”

9
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
Kenneth W Hairston )
Adm ni strative Patent Judge )
)
)
)
Errol A Krass ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Stuart N. Hecker
Adm ni strative Patent Judge )
SNH/ cam
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Cor por at e Patent Counsel
U S. Philips Corp.

580 White Pl ains Road
Tarrytown, NY 10591
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